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particular times of the year, and v m 

vendor site, 

27 The method of claim 26 further including the step of: 

including, in association with each said prep^d article, brand specific identification 
of said product which pertains to said article. 

28 The method of claim 26 further including, in association with each said 
spared article, brand specific identification of products other than said product pertaining to 
said display. 



REMARKS 

Claims 1,4, 10, 1 7. and 26-28 have been rejected by the Examiner and claims 18-25 
havebeen withdrawn from consideration. Therefore, claims 1, 4, 10, 17, and 18-28 are 
pending in theapphcation. The outstanding issues in the present Office Actronaxe: 

_ Claim 26 is rejected under 35 U.S.C. 5102(b); and 

_ Claims 1, 4, 10, 17, and 27-28 are rejected under 35 U.S.C. §103(a). 

Applicants hereby traverse the outstanding rejections and request reconsideration and 
withdrawal inhghtof the remarks contained herein. The Examiner has withdrawn claims 18- 
25 from consideration. Claims 1, 4, 10, 17, and 18-28 are pending in this apphcanon. 
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Cl^ 26 is rejected 
publiratwn (tieremnfier ftMi/h* 

re! p^» a =l^,^t]h=itol^•^»°« be ^"" co, ° ple,e ' le,! ° las, * 

in *e . . . d*C - M.PJE.P. i 2.31, <** »*-*«• " M< " < " ' 

satisfy these requirements. 

Claim 26 provides, in pertinent part, "soliciting from a particular vendor site various 
products which are to bepromoted at particular times of the year;" and Wring arhcles for 
inclusion* selective editions of said display, each said commissioned article pertauung to 
one or more of said sohcited products. . . » The Examiner asserts that Retails discloses 
soliciting products for promotion from vendors at page 19, column 2, lines 42-45; and 
paring articles for inclusion in a magazine at page 20, column 1, lines 28 - 40. However, 
the referenced sections in Retailing do not disclose the elements as taught in claun 26. 

Page 19, column 2, lines 42 - 45 does not describe a process of sorting products for 
promotion. Lines 42 - 45 describe how sales promotion in smaller shops relies on the 
customer's persona, contactwith the proprietor. However, further in the same paragraph ,t 
states that, "Manufacturers, of course, make the fullest use of newspapers, radxo and 
television to promote sales and most shopkeepers take advantage of them.- Wmle tins 
passage discloses the use of magazines and newspapers by manufacturers and shopkeepers, tt 
does not describe soliciting, from a particular vendor, products to be promoted. Therefore, 
Retailing does not disclose this limitation. 
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, , lines 28 - 40 describes including articles of general interest into a 

obvious. 

p,i.mnws ONP" ™ " * f • S103(al 

Claims 1,4, 10, 17, 27, and 28 are rejected under 35 U.S.C. §103 (a) as being 
unpatentableove.selectedcombu.anonsof^ 

^ p, riecMe ^ ^i y.^ Has not been establis hed, 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or tn the 
knowledge generally available to one of ordinary skill in the art to modify the reference or to 
combine reference teacbmgs. Second, there mustbe a reasonable expectation of success. 
Finally, the prior art cited must teach or suggest all the claim limitations. See M.P.E.P. 
§2143. Without conceding an of the criteria, Applicants assert that the rejection does not 
satisfy the first criteria. 
Claims 1, 4, & 10: Tai in view oiRetaUing 

M, ,1 , nmWmti - ~« " T suegesUujcla^^ 
The Office Action admits that Tai does not teach displaying the newspapers or 
n^ines in the store. The Office Action attempts to cure this defi.ency by introducmg 

*^^*»om~A^^»^^^*^ Howevcr ' thls 

combination, — oc^^II-^^^'^ 
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pe^toprac^ 

U^nordoes^^ 

ther^couponsmclude-specificinfonnauonabouttheproducts, wni 

so^tusesutisdcs.aybecalculated 0*3.1. Sl**CoL*l-«l. Ctanl 

specifically teaches that the collected infonnation >rtain[sl to pracucal uses or advances 

te Je^onnationcoUected^epresentinven.on. Thus, ^ does not teach the clawed 
station. Applicants, therefore, respectfully assert that for the above reasons claxm 1 
patentable over the 35 U.S.C. § 103(a) rejection of record. 

Claims 4 and 10 depend directly from base claim 1, and thus inherit all of its 
stations. Thus, the AppUcants respectfully assert that for the above reason, claims 4 and 
10 are also patentable over the 35 U.S.C. § 103(a) rejection of record. 
Claim 17: Tai in view ^Retailing, in further view of Degasperi 

n, it *A ^inarion ~» ^ "r sug^t Ml rimmed limitations . 

The Office Action admits that Tai in view oftec.% does not teach displaying the 
newspapers or magazines near the products. The Office Action attempts to cure this 
deficiency by introducing Degasperi, which the Office Action alleges to teach having such 
habitation. However, this combination, as presented, does not teach or suggest all Unions 
of the claimed invention. 

Claim 17 defines "collecting information about the product, the collected information 
pertaining to practical uses or advantages of the product." Neither Tai nor Retailing disclose 
tfcis limitation, nor does the Examiner rely on Degasperi to supply it. The Examiner asserts 
that the raz coupons include "specific information about the products," which would have to 
have been collected prior to incorporation into the coupon. However, as disclosed m Tax, the 
incorporated product information is tracking information included in machine readable form, 
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sothat uses tati sncs m a yb c— Col. 3, Ins 51-62 * Col. 6.* «l ^ 
o^produc,— 

thantheinformationcollectedintheprcsentmvennon Thus.TVnd 

patentable over the 35 U.S.C. § 103(a) rejection of record. 
Claims 27 and 28: Retailing 

jhe^etitei^^ 

The Office Action admits that Retailing does not teach using brand names in the 
coupons The Office Action attempts to cure this deficiency by claiming it would be 
notonously obvious to do so. However, this combination, as presented, still does not teach or 
suggest all limitations of the claimed invention. 

Claims 27 and 28 depend directly from independent claim 26. Claim 26 provides, in 
pertinent part, "soliciting from a particular vendor site various products which are to be 
promoted at particular times of the year" and "preparing articles for inclusion in selecnve 
editions of said display, each said commissioned article pertaining to one or more of sard 
solicited products. . . .» In his rejections under § 102(b), the Examiner asserts that Retaihng 
discloses soliciting products for promotion from vendors at page 19, column 2, lines 42 - 45; 
and preparing articles for inclusion in a magazine at page 20, column 1 , lines 28 - 40. 
However, referenced sections in Retailing do not disclose the elements as taught in clam, 26. 

Page 19, column 2, lines 42 - 45 does not describe a process of soliciting products for 
promotion. Lines 42 - 45 describe how sales promotion in smaller shops relies on the 
customer's personal contact with the proprietor. However, further in the same paragraph it 
states that, "Manufacturers, of course, make the fife* use of newspapers, radio and 
television to promote sales and most shopkeepers take advantage of them." While this 
passage discloses the use of magazines by manufacturers and shopkeepers, it does not 
describe soliciting, from a particular vendor, products to be promoted. Therefore, Retailing 
does not disclose this limitation. 
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, v it\ 11 ^pccribe the use of attractive 

for ^over^m,^ « .d2S »p.»— *< 3S USC ' 5 I03W 
rejection of record. 

.PAT inni nv CQ , "*"' B >riAI Success iinhfb 37 CyP- li!3 ^ 

Applicants offer the declaration of Caleb J. Pirtle which demonstrates the commercial 
success of the claimed invention Applicants have not previously offered such evuence 
because they believe that none the references cited by the Examiner teach each and every 
element of Applicants' invention. Applicants actively expressed this belief in the precedmg 

the ated references or combinations thereof. Therefore, Applicants did not believe the 
evidence of their invention's commercial success was necessary to show nonobviousness. 
Applicants maintain that such reasons for not presenting the attached evidence prior to the 
outstanding Final Office Action are good and sufficient, and request that the examiner 
consider the attached declarations. 

As set forth in the declaration, the claimed invention has resulted in an economic 
synergism which would not necessarily be expected considering the industry averages 
regarding coupon redemption. The Examiner can see me vast disparity between the industry 
average redemption rate and the rate achieved through use of apreferred embodiment of the 
present invention. While an improvement ofone or two percentage points might be 
considered a business success, the 400 - 5000% increase over industry standards is evidence 
of the synergism present in the claimed process. Applicants, therefore, assert that, in addition 
to the reasons stated above, the vast economic success achieved by the claimed invention m 
an industry that is well over half a century old is ample evidence of the nonobviousness of the 
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rejections of record. 



Respectfully submitted, 



R.RossViguet 
Registration No. 42,203 
Counsel for Applicant 
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Fulbrigbt & Jaworski L.L.P. 
2200 Ross Avenue, Suite 2800 
Dallas, Texas 75201-2784 
Telephone: 214-855-8185 
Telecopier: 214-855-8200 



85IW-1 



